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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Applicants submit the following remarks in support of the Pre-Appeal Brief Request for 
Review attached herewith. Claims 1-13 and 15-42 are currently pending. The independent 
claims, claims 1,16, and 30, are finally rejected under 35 U.S.C. §1 03(a) as being obvious over 
Willner (U.S. Pat. App. Pub. No. 2003/0032434) in view of Furuta (JP 2002-176678). However, 
the §103 rejection is based solely on impermissible hindsight reconstruction, and thus, fails as a 
matter of law. 

Independent claims 1,16, and 30 are directed to a wireless communications device, 
such as a mobile terminal, that automatically activates and deactivates a hands-free-only mode 
of the device based on a two-part decision . The first part of the decision is based on the 
proximity of the device to a known "hands-free zone" (i.e., a geographical area requiring the use 
of a hands-free device while driving a vehicle), and the second part is based on the velocity of 
the device while proximate the hands-free zone. Together, the two-part decision permits the 
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device to determine whether a user is driving through a hands-free zone in a vehicle (in which 

case the device would activate the hands-free mode), or walking down the street or sitting in a 

restaurant within the hands-free zone (in which case the device would deactivate the hands-free 

only mode). 

Both Willner and Furuta disclose network controllers that place a wireless device in a . 
hands-free mode. However, neither reference, alone or in combination, teaches or suggests a 
wireless communications device that activates/deactivates a hands-free only mode based on 
the claimed two-part decision. In Willner, the decision on whether the wireless device should or 
should not be in the hands-free mode is based solely on a geographical location of the wireless 
device. Willner, as the Examiner admits, never considers the velocity of the wireless device in 
deciding whether to place the wireless device in the hands-free mode. In Furuta, the decision 
on whether a mobile phone should or should not be in the hands-free mode is based solely on 
the velocity of a vehicle in which the device is traveling. Furuta does not consider the proximity 
of the mobile phone to a hands-free zone. 

Yet, the Examiner asserts that one skilled in the art would be motivated to combine 
these references because doing so would "assist the mobile user in obeying laws forbidding the 
mobile terminal from operating while driving for safety purposes." Final Office Action, p. 6, II. 4- 
16. This alleged motivation to combine is misleading for its generality. The question of safety is 
independent of whether one is or is not using a cell phone while driving a vehicle. Most drivers 
wish to be safe regardless of their location and regardless of what the laws associated with that 
location are. Safety has nothing to do with ensuring that motorists who may not live in a 
particular hands-free jurisdiction comply with unknown laws. Because compliance is specific to 
a jurisdiction (i.e., laws differ from place to place), Willner makes a decision on whether to enter 
a hands-free mode based solely on the geographical location of the device. Willner does not 
need or desire both the location and the velocity of the wireless device to make a decision. 
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Furuta may be concerned with user safety, but only in the sense that driving a vehicle 

while talking on a mobile phone is generally unsafe. Thus, the only information of any 

importance in Furuta is whether the mobile phone is or is not moving greater than a specified 

velocity. 

It appears as though the Examiner has merely identified a combination of parts in a 

plurality of references. However, doing so is not enough to render the invention obvious. If it 

were, then many inventions could instantly be rendered obvious, effectively eviscerating 35 

U.S.C. §103 as well as the most of the body of case law that interprets it. 

As this court has stated, Virtually all [inventions] are combinations of old 
elements/ (citations omitted). Therefore, an examiner may often find every 
element of a claimed invention in the prior art. If identification of each claimed 
element were sufficient to negate patentability, very few patents would ever 
issue. Furthermore, rejecting patents solely by finding prior art corollaries for the 
claimed elements would permit an examiner to use the claimed invention itself as 
a blueprint for piecing together elements in the prior art to defeat the patentability 
of the claimed invention. Such an approach would be 'an illogical and 
inappropriate process by which to determine patentability 1 (citations omitted). 

In re Rouffet, 149 F3d 1350, 47 U.S.P.Q.2d 1453 (Fed. Cir. 1998) (emphasis added). 

In this case, the Examiner has cited two different references. Both relate to a hands-free 

mode in a wireless device; however, both accomplish their goals using different methods and for 

different reasons. According to Willner, any device within a predefined geographical area would 

operate in a hands-free mode regardless of whether the user was driving a car or sitting still 

within a restaurant. According to Furuta, a device would operate in the hands-free mode so 

long as it is moving in a vehicle regardless of whether the laws of the particular area through 

which the user is driving prohibited such behavior. The only document that considers both 

aspects in a decision to place a device in a hands-free mode is Applicant's claimed invention, 

which the Examiner has used as "a blueprint a blueprint for piecing together elements in the 

prior art to defeat the patentability of the claimed invention." Id The Federal Circuit has long 

held such rejections legally improper. 
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In sum, claims 1 and 30 explicitly require activating and deactivating a hands-free mode 

in a wireless device based on information indicative of both the location and the velocity of the 

mobile device . Claim 16 is directed to a communications system that includes a mobile terminal 

configured to operate in the hands-free mode based on both the location and the velocity of the 

mobile terminal . Therefore, for the reasons stated above, the cited references do not teach or 

suggest, alone or in combination, the claimed invention. Accordingly, Applicant respectfully 

requests that the Panel overturn the §103 rejections. 

Respectfully submitted, 
COATS & BENN^TT^J^.Cv 




Dated:July 5, 2006 ySfephfen A. Herrera 

Registration No.: 47,642 

P.O. Box 5 
Raleigh, NC 27602 
Telephone: (919)854-1844 
Facsimile: (919)854-2084 
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